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Application/Control Number: 1 0/527, 1 65 Page 2 

Art Unit: 2629 

DETAILED ACTION 

1 . This Office Action is responsive to amendments filed in application No. 10/527,165 on 
February 17, 2009. Claims 1, 3-10 and 12 are pending and have been examined. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall cone hide with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1 and 12 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites the limitation "directly change a function to a selected function." Respectfully 
this is vague as no information is given differentiating a function and a selected fimction, so it is 
indefinite how or what the transition being made is. Respectfully, the claim language of Claim 
12, which recites a first fimction, second fimction, etc, is clear and Applicant is advised to alter 
the language of Claim 1 to conform with this to avoid ambiguity. Perhaps change the first "a 
function" to a default or first function. Appropriate correction is required. 

For purposes of examination, it will be interpreted as an initial or default function is there and a 
change is made to it to arrive at a new, selected function. 
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Claim 12 recites a first function is displayed in a small form and the selected function then 
extends into a larger form. Respectfully, while the larger form is definite because it is relative to 
the original, small form, the initial small form is indefinite because it is not relative. Small, by 
itself, is indefinite language as one of skill does not understand what it is small in relation to. 
Appropriate correction is required. 



For purposes of examination, it will be interpreted as the parameters have at least two forms, 
which can be interpreted as a small and large form, respectively. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 103(a) that forms 
the basis for the rejections under this section made in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 



5. Claims 1, 3, 10 and 12 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schein et al. ( 6,075,575 ) 
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Schein teaches in Claim 1 : ( With the 1 12 rejection in mind ) 

A method of controlling a multimedia apparatus having a graphic screen and a bi-axial 
button (up/down-right/left) ( Figure 2 shows the controller 20 for controlling the selections on 
the screen ), the method comprising the steps of: 

pressing the bi-axial button in a first axis to directly change a function in a scrolling menu 
displayed on said graphic screen ( Column 5, Lines 30-47 detail the use of the local controller 
20 shown in Figure 2. It is used to, for example, in Figure 4A to scroll up and down to 
change the channel, read each channel as a different function as they have different 
material. The cylinder 24 can scroll both horizontally and vertically for ease of use as noted 
in Column 5, Lines 46-47. Even still, the cylinder rotating up and down along with the 
buttons 32 and 34 for horizontal movement comprise a biaxial structure. When these are 
depressed, the highlighted selection changes, as shown in Figure 4A, etc, so it is directly 
changed ), and wherein the selected function appears permanently in the center of the scrolling 
menu ( Figure 4A shows the TV guide with the various channels (functions) listed as long as 
the guide is activated. As for the location, this is a design choice as to the location of parts ), 
and 

pressing the bi-axial button in the second axis to adjust a parameter of the selected 
function. ( Column 5, Lines 30-47 disclose horizontal movement which can change the 
location of the selection in Figure 4A, in this case the time (read as parameter) of the 
selected channel. The horizontal movement can be actuated by either buttons 32 or 34 or 
the cylinder 24 as discussed above ); but 
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Schein does not explicitly teach "wherein the scrolling menu is in a continuous loop" 

However, it is well known in the art that continuously depressing downward on TV remotes 
causes continuous scrolling as Schein indicates in Column 5, Lines 41-43. The looping back to 
the start is also well known in the art of TV remotes and Examiner takes Official Notice to this 
common feature in the art. 

Schein also does not explicitly teach "automatically" changing a fiinction to a selected fiinction. 

However, being able to automatically change a function as opposed to manually change a 
function is a design choice, as evidenced by case law. In re Vernier discloses that it is not an 
invention to provide a mechanical or automatic means to replace a manual activity which has 
accomplished the same result. It is a mere design choice as to which method is used. Please see 
remarks. 

Therefore, it would be obvious to one of ordinary skill in the art at the time of the invention to 

use the automatic means, as taught by the case law, instead of manual means with the motivation 
disclosed by KSR principles and case law. These include obvious to try as well as design choice 
as disclosed by the case law. 



Schein teaches in Claim 3: 
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The method as claimed in claim 1, wherein the scrolling menu is in the form of a cylinder 
or drum with a horizontal axis when viewed laterally and having a visible surface divided into a 
plurality of facets, each of said facets indicating a respective function including the selected 
function. ( Figure 4A shows the x-y relationship of channels, times and TV shows. This is in 
a cylinder shaped form with a plurality of such ) 

Schein teaches in Claim 10: 

A multimedia apparatus using the method as claimed in claim 1, characterized in that the 
bi-axial button is situated on the apparatus or remote from it. ( Figure 2 shows the controller 20 
to part of a remote ) 

Schein teaches in Claim 12: 

A method of controlling a multimedia apparatus having a graphic screen and a bi-axial 
button (up/down - right/left) ( Figure 2 shows the controller 20 for controlling the selections 
on the screen ), the method comprising the steps of: 

pressing the bi-axial button in a first axis to select a first function of a plurality of 
functions to be displayed on said graphic screen ( Column 5, Lines 30-47 detail the use of the 
local controller 20 shown in Figure 2. It is used to, for example, in Figure 4A to scroll up 
and down to change the channel, read each channel as a different function as they have 
different material. The cylinder 24 can scroll both horizontally and vertically for ease of 
use as noted in Column 5, Lines 46-47. Even still, the cylinder rotating up and down along 
with the buttons 32 and 34 for horizontal movement comprise a biaxial structure. When 
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these are depressed, the highlighted selection changes, as shown in Figure 4A, etc, so it is 
directly changed ), the selected function appearing permanently in the center of the scrolling 
menu ( Figure 4A shows the TV guide with the various channels (functions) listed as long as 
the guide is activated. As for the location, this is a design choice as to the location of parts ), 

and 

pressing the bi-axial button in a second axis to adjust a parameter of the first selected 
function ( Column 5, Lines 30-47 disclose horizontal movement which can change the 
location of the selection in Figure 4A, in this case the time (read as parameter) of the 
selected channel. The horizontal movement can be actuated by either buttons 32 or 34 or 
the cylinder 24 as discussed above ); but 

Schein does not explicitly teach "the plurality of functions being displayed on a continuous loop 
scrolling menu." 

Schein does not explicitly teach "wherein the scrolling menu is in a continuous loop" 

However, it is well known in the art that continuously depressing downward on TV remotes 
causes continuous scrolling as Schein indicates in Column 5, Lines 41-43. The looping back to 
the start is also well known in the art of TV remotes and Examiner takes Official Notice to this 
common feature in the art. 
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Schein also does not explicitly teach "wherein, if a portion of the screen other than the scrolling 
menu is occupied by the display of a parameter of a second function, the selected function is 
displayed in small form, and if the portion of the screen other than the scrolling menu is not 
occupied by the display of a parameter of the second function, the selected function extends into 
said portion of the screen in a larger form." 

However, the minimizing and expanding of windows for more information and for ease of use is 
common in the art and its implementation is an obvious choice that one of skill in the art would 

make using the teachings of KSR. Schein also suggests this with Figures 8A-D and in Column 
11, Lines 37-56 when he notes that the info window can expand to reveal additional information 
and can return to a minimized (read as simplified) form as well. 

Therefore, it would be obvious to one of ordinary skill in the art, at the time of the invention, to 
implement a simplified form for convenience, ease of use and that it would be obvious to take 
Schein's suggestion of such and implement it for additional functions. 

6. Claims 4-9 rejected under 35 U.S.C. 103(a) as being unpatentable over Schein et al. 
( 6,075,575 ) in view of Hiraka et al. ( US 6,400,377 Bl ) 

Schein teaches in Claim 4: 

The method as claimed in claim 1 , characterized in that, when the function has been 
selected ( Schein, Figure 4A shows the channels ); but 
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Schein does not explicitly teach the method to include "the range of adjustment of the parameter 
appears in the form of an adjustment bar extending perpendicular to the scrolling menu and 
being integral with the indication of the fimction." 

However, in the same field on endeavor, adjustment systems, Hiraka teaches of adjusting the 
settings of a selected parameter by using adjustment bars extending perpendicular to the menu 
( Hiraka, Figure 14, Column 3, Lines 1-12 ). As disclosed, a function is selected, such as contrast 
or brightness, and an adjustment bar appears to allow for small changes in the value. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the adjustment bar as taught by Hiraka with Schein's remote control method 
with the motivation of allowing for precise, fine adjusting of several settings like the volume, 
brightness, etc. 

Hiraka teaches in Claim 5: 

The method as claimed in claim 4, characterized in that, for at least one function, the 
adjustment bar is in the form of a cursor on a graduated scale. ( Examiner takes Official Notice 
as to the use of graduated scales for TV remotes. They are common to be displayed on 
screen as the user adjusts values such as volume, brightness, etc. ) 



Hiraka teaches in Claim 6: 
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The method as claimed in claim 4, characterized in that, for at least one function, the 
adjustment bar is in the form of a series of tabs. ( Figure 14 shows a tab structure with several 
possibilities depending on which adjustment item is selected ) 

Hiraka teaches in Claim 7: 

The method as claimed in claim 4, characterized in that, if the rest of the screen is 
occupied by the display of a parameter of a second fimction, the adjustment bar is positioned in 
simplified form under the fimction indication. ( Column 9, Lines 3-6, a relevant adjustment 
window and submenu window for simplified use ) 

Schein teaches in Claim 8: 

The method as claimed in claim 1, wherein, in said scrolling menu ( Figure 4A ); but 

Schein does not explicitly teach "the unselected functions have a lesser visual importance than 
the selected fimction but remain displayed on one of said plurality of facets." 

However, in the same field of endeavor, adjustment systems, Hiraka teaches of using inverted 
video for emphasizing certain icons/windows over others. ( Hiraka, Column 4, Lines 11-18 ). 
This would cause some windows to have more or less visual importance than others. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the inverted video technique as taught by Hiraka with Schein' s remote control 
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method with the motivation to allow the operator to distinctly recognize the content of each 
operation, which results in easier use ( Hiraka, Column 4, Lines 11-14) 

Schein teaches in Claim 9: 

The method as claimed in claim 1, characterized in that, in said scrolling menu ( Figure 
4A ); but 

Schein does not explicitly teach "the selected function appears in reverse video relative to the 
other functions. 

However, in the same field of endeavor, adjustment systems, Hiraka teaches of using inverted 
video for emphasizing certain icons/windows over others. ( Hiraka, Column 4, Lines 1 1-18 ). 
This would cause some windows to have more or less visual importance than others. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the inverted video technique as taught by Hiraka with Schein's remote control 
method with the motivation to allow the operator to distinctly recognize the content of each 
operation, which results in easier use ( Hiraka, Column 4, Lines 11-14) 

Response to Arguments 

7. Applicant's arguments have been considered but are respectively considered moot in 
grounds of new rejection. 
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112 second paragraph rejections have been given for the new claim amendments. Please 
see that section for an explanation. 

Applicant has mentioned in his remarks that Claims 1 and 3-12 are pending in the 
application. Respectfully, it looks like Claim 1 1 has been canceled, at least it seems that way. 

Applicant has amended to state that he has an automatic means for selecting the function. 
It is argued that Schein requires a two step process to accomplish the same result, which involves 
hovering over the fimction and then selecting it as opposed to hovering over the function and 
having it automatically selected. However, case law teaches that automatic verse manual means 
is a design choice if the end result is still accomplished. The case law is In re Venner, 1 20 USPQ 
192 (CCPA 1958). In this case, the end result is the same because a function, at the user's desire, 
is being selected. Furthermore, using the teachings of KSR and some of its principles, one would 
be motivated and reasonably enabled to arrive at the claimed invention. Such principles include 
obvious to try as well, known technique and predictable results. Therefore, the fact that the 
present invention is using an automatic means is a mere design choice in light of the above case 
law and KSR principles. Also, the two step process would technically be eliminated as well. 

Applicant argues that Schein is not "pressing" the bi-axial button in various axes. 
However, pressing is a broad term in this case since it has not been defined as anything but 
simply pressing. Schein teaches that the cylinder can be rotated to select the various fiinctions. 

In light of the last argument, the language for "pressing" is broad. Applicant is advised to 
better claim this feature, such that it would overcome Schein's method of selecting functions. 
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Conclusions 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis P. Joseph whose telephone number is 571-270-1459. The 
examiner can normally be reached on Monday-Friday, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Amr Awad can be reached on 571-272-7764. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
If you would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

DJ 

/Amr Awad/ 

Supervisory Patent Examiner, Art Unit 2629 
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